Application No. 10/085,581 
Amendment Dated July 27, 2009 
Reply to Office Action of April 27, 2009 

REMARKS/ARGUMENTS 

Claims 1, 3-6, 8«i 0^2Gj 22-25 v 27-29, and 39-42 are pending in the present application, of 
which claims 1 , 6, 20, 25; ;3 95 $0$ €L> Applicant believes that 
the present application is in condition for allowance, for which prompt and favorable action is 
respectfully requested. 

Claim Rejections - 35 USC § 101 
Claims 1, 3-6, 8-10, 20, 22-25, 27-29, and 39-40 were rejected under 35 U.S.C. § 101 for 
being directed to non-statutory subject matter. In referring to claim 1, the Office Action states 
that "the method must either (I) be tied to another statutory category or (2) transform an article, 
see In re Bilski, 545 F.3d 943, 88 USPQ2d 1385 (Fed. Cir. 20G8)/' The Office Action then 
argues that claims % 3-6 arid 8- 1 0 are hot patentable because they do not define a machine or 
computer implemented process steps do not define a machine or computer implemented process 
(see MPEP§ 2106). 

Applicants respectfully disagree with the Office Action because the Office Action has 
failed to adequately address the transformation prong of re Bilski. The court in In re Bilski 
specifically noted that "the main aspect of the transformation test that requires clarification here 
is what sorts of things constitute 'articles' such that their transformation is sufficient to impart 
patent-eligibility under $ 101 ." See, In re Bilski, 545 F.3d 943, 962 (Fed.Cir. 2008). The court 
reasoned that the raw materials of many information-age processes, however, are electronic 
signals and electronically-manipulated data. Id, 

Here, the article being transformed is the "information bits of the control message" 
recited in claims 1 , 3-6 and 8-10. Claims directed to processing of electronic communications, 
such as signals for transmission, have been recognized as types of claims that are eligible for 
patent protection. (Here, the control message is a signal for transmission. See paragraph [1010] 
pf the specifi cation, "the base station also transmits control messages on a Forward Packet Data 
Control Channel (F-PDCCH)." Transforming the "signal" is sufficient to satisfy the 
transformation prong of the test in In re Bilski 9 and no physical steps or acts are further required. 
In re 5iM/ provided a spectrum of examples tha of transformations that are 

eligible for patent protection. As noted above; the court found that "the electronic transformation 
of the data itself into a visual depiction" was a sufficient example which satisfied the 
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transformation prong. Id. at 963. This; is how the Abele court distinguished an unpatentable 
broad independent claim reciting a process of graphically displaying variances of data from 
average values from a patentable dependent claim. In re Abel e, 684 F,2d 902, 908^09 (CCPA 
1982). However, transformation of "the data itself into a visual depiction . . . that represents 
specific physical objects or substances . . is not a requirement of the transformation prong, just 
one example which satisfied the transformation prong. In re Bilski at 963. 

In the present patent application, claims 1, 3-6 and 8-10 "scramble] the information bits 
of the control message with the determined scrambling sequence in accordance with the metric." 
Thus, the information bits of the control message are identified as the subject matter being 
transformed to scrambled information bits. Because the "signal" for transmission, a patent- 
eligible article, recited in claims 1 ^ 3-6 and 8-10, is transformed to scrambled information bits, 
i.e., transformed to a different state or thing, claims 1, 3-6 and 8-10 do transform the underlying 
subject matter as required by the transformation prong of the test. See In re Bilski, 545 F.3d at 
951, n.2 (The Federal Circuit i4 riote[s] that the PTO did not dispute that the process claims in 
Nuijten were drawn to patent-eligible subject matter under § 101 and allowed those claims.") 
Thus, claims 1 , 3-6 and 8-10 qualify as a statutory process and are drawn to patent eligible 
subject matter under 35 tJ.S.G. § 101 . 

The Office Action rejected claims 20, 22-24, 25, 27-29 arid 39-40 by stating that "the 
claimed apparatus directs to logic or module or algorithm and in accordance with the applicant's 
specification, logic or modules or algorithm is computer software [Specification, page 15, 
paragraph 1055] . As such, the claimed apparatus must include hardware or physical 
transformation necessary to realize any of the functionality of the claimed modules and produce a 
useful, concrete arid tangible result; Absent recitation of such hardware or physical 
transformation as part of thexlaimed apparatus, it is considered nbri-statutory." Applicants 
respectfully disagree with the Office Action. 

To begin with, each of claims 20, 22-24, 25, 27-29 and 39-40 are explicitly directed to an 
"apparatus," which constitutes patentable subject matter under 35 U.S.C. § 101. Therefore, 
Applicant submits that each of claims 20, 22-24, 25, 27-29 and39-40 are directed to patentable 
subject matter for at least this reason. 

Second, claims may cover both hardware and software embodiments. For instance, in 
Overhead Door Corp. v. Chamberlain Group - Inc., i94F.3d 1261, 1271-73 (Fed.Cir. 1999), the 
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court held that. one skilled in the art would have understood that a patent's disclosure of a flow 
diagram represented disclosure of an alternative software embodiment of a switch. The court 
cdricluded that the district court should have included software as corresponding structure to the 
switchmeans limitation in the patent. See Id. at 1273, "The differences in claim language, 
bolstered by the patentees* statements during the reissue proceedings, cause this court to reach a 
broader construction for claim 5 than for claim I. . , . The district court erred in ruling that only 
the mechanical switch in Figure 2 is 'corresponding structure' for the claimed 'switch means.' 
'Switch means,* when properly construed, also covers the software-based embodiment described 
in Figure 3." Since claims 20, 22-24, 25, 27-29 and 39-40 may cover both hardware and 
software embodiments, these claims are drawn to patent eligible subject matter under 35 U; S.C. § 
101 and are valid. 

Third, as stated above, transforming the "signal" is sufficient to satisfy the transformation 
prong of the test in In re Bitski+aM no physical steps or acts are further required. 

Thus, Applicants respectfully submit that the apparatus claims 20, 22-24, 25, 27-29 and 
39-40 constitute patentable subject matter and that the Office Action has not established a prima 
facia case that these claims do not encompass patentable subject matter. Applicants thus 
respectfully request withdrawal of this rejection. 

In view of all of the above, Applicants submit that claims 1, 3,-6, 8-10, 20, 22-24, 25, 27- 
29 and 39-40 are patentable. Applicant respectfully requests reconsideration. 

Claim Rejections - 35 USC§lM 

Claims 1,3, 4, 6, 8i 9, 10, 22, 23, 25, 27, 28, and 39-42 were rejected under 35 U.S.C. § 
103(a) as being unpatentable over Dent (U . S . 5 , 060, 266) (h ereinafter "Dent") in view of Juha 
Heikkila et al. (GB 2294853) (herein after << Heikkila ,, ). Claims 5 and 24 were rejected under 35 
U;S.C. § 103(a) as being unpatentable over Dent in view of Heikkila and in further view of 
Bodin (U.S; 6^73,1 89) (h^iri^fter "Bbdin"). Claims 1 0 and 29 were rejected under 35 U.S.C § 
103(a) as beingiunpatentable over Dent in view of Heikkila and in further view of Fisher (U.S. 
5,321,754) thereinafter "Fisher"). Reconsideration and withdrawal of these rejections are 
respectfully requested. 

Claim 1 is directed to a method for scrambling information bits in a communications 
system. The method includes determining a scrambling sequence based on a metric of system 
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time, wherein the determining- a scrambling sequence includes determining the metric based on a 
subinterval of a system time interval of a control channel in which the information bits of a 
control message are to be transmitted, arid scrambling the information bits of the control message 
with the determined scrambling seq uence in accordance with the metric. Applicants submit that 
hone of the applied references, taken alone or in combination, discloses the: method of claim J, 

Dent discloses a systeiii for synchronizing encryption devices in a digital cellular 
communications system. See Abstract of Dent. Dent discloses that, in a cellular system, an RF 
channel is divided.into a series of 'time slots" containing bursts of information. See col. 6, lines 
63-65, Dent also discloses a fast associated control channel (FACCH) for sending control or 
supervisory messages to a base station. See col. 7, lines 24-31 . Dent farther discloses a 
ciphering unit 220 that converts a stream of message bits into a stream of enchipered bits for 
transmission and outputs a time-of-day or block count to a low rate channel encoder 2 1 1 . See 
col. 12, line 55 65. The time-of-day or block count is transmitted to the base station, which uses 
the received time-of-day or block count to synchronize the deciphering unit of the base station 
with the cipherihg, unit 220. See col. 13, lines 35-40. However, Dent does not disclose or 
suggest determining a scrambling sequence based on a metric of system time, wherein the 
determining a scrambling sequence includes determining the metric based on a subinterval of a 
system time interval of a control channel in which the information bits of a control message are 
to be transmitted. 

Contrary to the Office A ction, Dent does hot disclose deteimihing a scrambling sequence 
in accordance with time, wherein determining a scrambling sequence includes determining the 
time based on a subinterval of a system time interval ofa control channel in which the 
information bits of a contro 1 message are to be transmitted. In its contention that Dent discloses 
the above features, the Office Action appeared to equate the ^ime slot" of Dent with a 
subinterval of a system time interval and equate the FACCH of Dent with a control channel. See 
pages 4 and 5 of the Office Action. However, evening assuming that the 4 4 time slot" of Dent is a 
subinterval ofa system time- interval and theFACCH of Dent is a control channel, Dent would 
still not disclose determining a scrambling sequence in accordance with time, wherein 
determining a scrambling sequence includes determining the time based on a subinterval of a 
system time interval of a control channel in which the information bits of a control message are 
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to be transmitted. This is because Dent does not disclose determining the time-of-day or count 
block of the ciphering unit 220 of Dent based on "time slots" of the FACCH of Dent. 

Therefore* Dent does not disclose or suggest determining a scrambling sequence based on 
a metric of system time, wherein the determining a scrambling sequence includes determining the 
metric based on asubinterval of a system time interval of a control channel in which the 
information bits of a control message are to be transmitted. Heikkila does not overcome the 
above deficiencies of Dent for at least the reasons set forth below. 

Heikkila discloses a method for implementing subscriber-specific scrambling in apoint- 
to-multipbirit system based on time division data transmission, in which data for different 
subscribers are transmitted in different time slots: See page 1, lines 5-8 of Heikkila. Heikkila 
also discloses storing, in a memory- a subscriber-specific scrambling sequence for each 
subscriber. See page 3, lines 15-25; In each time slot, the scrambling sequence for the 
corresponding subscriber is read from memory and used to scramble the data for the subscriber. 
Thus, the time slots of Heikkila are time slots used in time division data transmission, in which 
the time slots correspond to different subscribers. Consequentially, Heikkila does not disclose or 
suggest determining a scrambling sequence based on a metric of system time, wherein the 
determining a scrambling sequence includes determining the metric based on a subinterval of a 
system tirtie interval o f a control channel in which the information bits of a control message are 
to be transmitted, and therefore fails to overcome the same deficiencies in Dent. 

The other applied references Bodin and Fisher, taken alone or in combination, also fail to 
disclose determining a scrambling sequence based on a metric of system time, wherein the 
determining a scrambling sequence includes determining the metric based on a subinterval of a 
system time interval of a control channel in which the information bits of a control message are 
to be transmitted, and therefore fail to overcome the same deficiencies in Dent and Heikkila. 

For at least the reasons given above, Applicant submits that claim 1 is patentable over the 
applied references, and respect fully requests th at the reject i on of claim 1 be withdrawn. 

Independent claims 6, 20, 25, 39, 40, 41 and 42 recite features similar to those in claim 1, 
and are therefore also patentable for at least the same reasons given above for claim 1 . 

Claims 3-5, 8-10, 22-24, and 27-29 depend from claims 1, 6, 20 and 25, respectively, and 
are therefore also patentable for at least the same reasons given above for claims 1, 6, 20 and 25. 
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CONCLUSION 

In view of the foregoing, Applicant respectfully submits that all pending claims in the 
present application are in a condition for allowance, which is earnestly solicited. Should any 
issues remain unresolved, the Examiner is encouraged to telephone the undersigned at the 
number provided below. 




QUALCOMM Incorporated 
5775 Morehouse Drive 
Sari Diego, California 92121 
Telephone: (858)651-4556 
Facsimile: (858)658-2502 
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